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II. REAL PARTY IN INTEREST 

The real party in interest in this appeal is Lexmark International, Inc., a corporation 
organized and existing under the laws of the State of Delaware, which owns the entire interest in 
this patent application as set forth in the underlying claimed invention. 
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III. RELATED APPEALS AND INTERFERENCES 

No related Appeals or Interferences are known to the Appellants. 
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IV. STATUS OF CLAIMS 


Pending: Claims 1-23 

Canceled: None 

Allowed: None 

Objected To: None 

Rejected: Claims 1-23 

Withdrawn from Consideration: None 

On Appeal: Claims 1-23 
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V. STATUS OF AMENDMENTS 

All amendments have been entered. No amendments have been submitted subsequent to 
the AMENDMENT ACCOMPANYING RCE mailed January 3, 2006. 
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VI. SUMMARY OF CLAIMED SUBJECT MATTER 

The present Summary of Claimed Subject Matter includes background information in 
support of the claims (Section VI (A)), which is set forth immediately below, followed by a 
summary of each independent claim (Section VI (B)) 5 including reference to Appellants' 
specification by page and line number, and reference to Appellants' drawings. 

A. Background Information 

The present invention relates to a method of sharing a printer, and, more particularly, to a 
method of sharing a printer on a computer network. (Spec, at page 1, lines 6-7). 

There is shown in Fig. 1 "a segment of a network employing host-based networking. One 
node, a workstation, is attached to the network medium. A second node, a host-based networking 
printer 1 0, is likewise connected to the same network. Printer 1 0 includes a host-based printer 1 2 
and host-based networking hardware 14. Though not shown, many other nodes may be 
connected and operate simultaneously on this network oblivious to these two devices." (Spec, at 
page 3, lines 8-14). 

A "host-based paradigm separates the image processing (fonts, images, etc.) from the 
physical printing mechanism such that the intensive raster image processing is performed on the 
host computer, leaving the printer's processor free to perform the task of physically placing the 
pixels on the media. The processing power required to physically place the pixels is significantly 
smaller than that required of printers that also interpret data streams." (Spec, at page 1 , lines 1 1 - 
1 7). To facilitate printing, the print driver, i.e., the application, running on each workstation, i.e., 
host (see Fig. 3), must be able to create host-based networking printer specific data and deliver it 
in order and unaltered to the host-based networking printer. Workstation host-based networking 
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print drivers are designed to cooperate in order to facilitate the "fair-sharing" of the host-based 
networking printer amongst a number of workstations. (Spec, at page 3, lines 15-19). 

A data channel is used to send print objects from the workstation host-based printer driver 
to the printer using a "payload" field of a communications frame. A command channel is used to 
signal the host-based networking hardware, e.g., the host based networking hardware 14 of host- 
based networking printer 10. (Spec, at page 3, line 28-Page 4, line 9) 

"According to the command channel logic, the host-based networking hardware waits for 
a command signal to do something. If the command is a connect signal, then the printer checks 
for data channel ownership. If the data channel is not in use, then the sender of the connect signal 
is recorded as the owner of the data channel and the STATUS response containing the new owner 
is transmitted to the sender. If, on the other hand, the data channel already has an owner, then the 
STATUS response containing the current owner is sent to the sender of the connect signal." 
(Spec, at page 5, lines 8-14). 

Only one workstation is allowed to "own" the data channel at any given point in time. 
(Spec, at page 4, lines 6-7). "On the data channel, only frames from the data channel owner are 
processed by the host-based networking hardware. All other frames are discarded with no 
response. All frames from the data channel owner are acknowledged to the sender of the frame. 
The acknowledgement includes the frame number." (Spec, at page 6, lines 3-6). 

A "workstation can transmit a data frame into the network such that an initial portion of 
the data frame includes a unique, identifying data sequence that indicates the data in the next 
portion of the data frame is in a format that can be recognized as print data and passed on to 
printer 12 by host-based networking hardware 14. The media access hardware or other hardware 
within host-based networking hardware 14 can receive the initial portion of the data frame and 
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determine whether it includes the unique, identifying data sequence. If so, host-based networking 
hardware 14 reads, processes and sends the next portion of the data frame to printer 12. If not, 
host-based networking hardware 14 ignores the next portion of the data frame and discards the 
data frame without performing any further processing." (Spec, at page 6, lines 12-21). 
B. Summary of Independent Claims 

Claim 1. Referring to Figs. 1 and 3, a method of sharing a printer 10 between a plurality 
of users on a computer network includes: attaching host-based networking hardware 14 to the 
printer 1 0; providing a network communication protocol defining a command channel and a data 
channel (Spec, at page 1, lines 30-31; page 4, lines 4-16); allowing only one of the users to own 
the data channel at any single point in time on a fair-sharing first come first serve basis (Spec, at 
page 3, lines 17-19; page 4, lines 6-7; page 5, lines 8-14); and instructing the host-based 
networking hardware 14 to accept information on the data channel only from the user that owns 
the data channel (Spec, at page 6, lines 3-6). 

Claim 17, Referring to Figs. 1 and 3, a method of sharing a network appliance 10 
between a plurality of users on a computer network includes: providing a network 
communication protocol defining a command channel and a data channel (Spec, at page 1, 
lines 30-31; page 4, lines 4-16); allowing only one of the users to own the data channel at any 
single point in time on a fair-sharing first come first serve basis (Spec, at page 3, lines 17-19; 
page 4, lines 6-7; page 5, lines 8-14); and instructing the network appliance 10 to accept 
information on the data channel only from the user that owns the data channel (Spec, at page 
6, lines 3-6). 
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Claim 18. Referring to Figs. 1-3, a method of sharing a network appliance 10 
between a plurality of users on a computer network on a fair-sharing first come first serve 
basis (Spec, at page 3, lines 17-19; page 4, lines 6-7; page 5, lines 8-14) includes using one of 
the users to transmit a data frame into the computer network (Spec, at page 6, lines 12-13); 
receiving the data frame with the network appliance 10 (Spec, at page 6, lines 15-18); 
determining whether a first portion of the data frame includes a unique, predetermined 
sequence of data (Spec, at page 6, lines 15-18); reading and processing a second portion of the 
data frame if the first portion of the data frame includes the predetermined sequence of data 
(Spec, at page 6, lines 18-19); and discarding the data frame without reading and processing 
the second portion of the data frame if the first portion of the data frame does not include the 
predetermined sequence of data (Spec, at page 6, lines 19-21). 
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VII. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

A. Claims 1-10, 12, 17, 18 and 20-23 were rejected under 35 U.S.C. § 102(e) as being 
anticipated by Yamazaki (U.S. Patent No. 6,785,727 B 1 ). 

B. Claims 1 1 and 13-16 were rejected under 35 U.S.C. §103(a) as being unpatentable 
over Yamazaki. 

C. Claim 19 was rejected under 35 U.S.C. §103(a) as being unpatentable over 
Yamazaki in view of Official Notice. 


2000-0020.00/LII0178.US 


11 


PATENT 
VIII. ARGUMENT 

A. Claims 1-10, 12, 17, 18 and 20-23 Are Not Anticipated By Yamazaki (U.S. Patent No. 
6,785,727 Bl) Under 35 U.S.C. §102(e) 

In the Final Office Action dated April 3, 2006, claims 1-10, 12, 17, 18 and 20-23 were 
rejected under 35 U.S.C. § 102(e) as being anticipated by Yamazaki (U.S. Patent No. 
6,785,727 Bl). "A claim is anticipated only if each and every element as set forth in the 
claim is found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 
(Fed. Cir. 1987). MPEP 2131. As set forth below, for each of claims 1-10, 12, 17, 18 and 20- 
23, each and every element is not found, either expressly or inherently described, in 
Yamazaki. Appellants submit that claims 1-10, 12, 17, 18 and 20-23 are not disclosed, taught, 
or suggested by Yamazaki, and are therefore patentable in their present form. 

1. Yamazaki 

Yamazaki is not a fair-sharing first come first serve system. Yamazaki provides an 
image processor making it possible to reserve a printer even if no job is generated and to be 
shared by a plurality of users in order to preferentially and securely process a job of a reserver 
in a reserved time zone, which accepts a reservation of a job while no job is received. 
(Yamazaki Abstract). "The start time of a reserved time zone is input to 601 and 602. The 
end time of the reserved time zone is input to 603 and 604. By pressing the "OK" button of 
605, the reserved time is transmitted to an image processor. The reserved time is stored in the 
timetable 501 in Fig. 5. When the reserved time set here is already reserved by other user, it is 
necessary to reset a reserved time." (Yamazaki at column 8, lines 28-34). 
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Yamazaki further states at column 7, lines 54-60, "For the first embodiment of the 
present invention, a case is described in which a job of a party other than a reserver is rejected 
in a reserved time zone and only a print job of a reserver is quickly processed in a reserved 
time zone by estimating the required time of a job even before a reserved time and rejecting 
the processing of a job whose processing is not completed before the reserved time ." 
(Emphasis added.) As further stated in the Yamazaki at column 13, lines 26-33, "The first 
embodiment of the present invention makes it possible to reserve a resource in order to 
preferentially and securely process a job of a reserver in a reserved time zone. Therefore, in 
case of a second embodiment of the present invention, a case of setting a reserved time zone 
to a job or changing reserved time zones and moreover, a case of setting a reserved time zone 
to a file to be printed will be described." (Emphasis added). 

Further, the system of Yamazaki is not a host-based paradigm wherein intensive raster 
image processing is performed on a host. In Yamazaki Fig. 1, symbol 1000 denotes a printer 
which inputs and stores printing information (such as character codes) and from information 
or a macro instruction supplied from a host computer (refer to Fig. 2), and is connected to a 
local area network (LAN) through a network board 1017. Symbol 1001 denotes a printer 
control unit for controlling the whole of the printer 1000 and analyzing character information 
and the like supplied from the host computer . (Column 3, line 60-column 4, line 5; emphasis 
added). 

An application 1101 running on host computer 2000 of host 3000 provides a graphic 
user interface for a user to generate video data meeting a purpose of the user. The printer 
driver 1 102 converts the video data generated by the application 1101 into page description 
language (PPL) data which can be printed by the image processor 1000. (Column 1 5, lines 6- 
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16). Referring to Fig. 9, control unit 1001 of printer 1000 includes a PDL analyzer 903 that 
develops the printing information (PDL) to be actually output stored in the receiving buffer 
902 into image data that can be printed. (Column 13, lines 50-52). The job packet generator 
1 107 of host 2000/3000 (see Figs. 2 and 1 1) connects packet head information with output 
data (PDL) and generates a job packet serving as an output data packet. PDL data is directly 
set to the data part of the job packet . (Column 17, lines 58-61). Thus, a reserved print job is 
generated in the form of a packet and transmitted from the host computer 2000 to the image 
processor 1000 through the logic channel controller 1 106. (Column 18, lines 16-19). 
2. Claim 1 Is Patentable Over Yamazaki 

Claim 1 is directed to a method of sharing a printer between a plurality of users on a 
computer network. The method includes attaching "host-based networking hardware" to the 
printer. A "host-based paradigm separates the image processing (fonts, images, etc.) from the 
physical printing mechanism such that the intensive raster image processing is performed on the 
host computer , leaving the printer's processor free to perform the task of physically placing the 
pixels on the media. The processing power required to physically place the pixels is significantly 
smaller than that required of printers that also interpret data streams." (Spec, at page 1 , lines 1 1 - 
1 7; emphasis added). In contrast, while Yamazaki uses a host in a network printing environment, 
the system disclosed in Yamazaki does not satisfy Applicants' definition of a host-based 
paradigm, as set forth above, since the control unit 1001 of printer 1000 in Yamazaki must 
perform resource intensive tasks, including the processing of page description language (PDL) 
data packets received from host 2000/3000. (See Yamazaki column 3, line 60-column 4, line 5; 
column 13, lines 50-52; column 15, lines 6-16; column 17, lines 58-61). 
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Accordingly, contrary to the assertion made by the Examiner, in Yamazaki control unit 
1001 is not host-based networking hardware, within the context of the present invention. 

Notwithstanding the above, claim 1 further recites providing a network 
communication protocol defining a command channel and a data channel; allowing only one 
of the users to own the data channel at any single point in time on a fair-sharing first come 
first serve basis ; and instructing the host-based networking hardware to accept information on 
the data channel only from the user that owns the data channel. 

Appellants' specification is instructive as to the meaning of the term "fair-sharing first 
come first serve basis". Claims are not to be read in a vacuum and while it is true they are to 
be given the broadest reasonable interpretation during prosecution, their terms still have to be 
given the meaning called for by the specification of which they form a part. In re Royka and 
Martin, 490 F.2d 981, 180 USPQ 580, 582 (CCPA 1974). As stated in Applicants' 
specification at page 3, lines 17-19, "Workstation host-based networking print drivers are 
designed to cooperate in order to facilitate the "fair-sharing" of the host-based networking 
printer amongst a number of workstations." As further stated at page 5, lines 8-14, 
"According to the command channel logic, the host-based networking hardware waits for a 
command signal to do something. If the command is a connect signal, then the printer checks 
for data channel ownership. If the data channel is not in use, then the sender of the connect 
signal is recorded as the owner of the data channel and the STATUS response containing the 
new owner is transmitted to the sender. If, on the other hand, the data channel already has an 
owner, then the STATUS response containing the current owner is sent to the sender of the , 
connect signal." (Emphasis added). Thus, in accordance with Appellants' invention, the data 
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channel is shared fairly, i.e., each workstation has an equal chance of capturing the data 
channel, and also the data channel is shared on a first come first serve basis. 

Accordingly, with the present invention data channel ownership is based on fair- 
sharing of the data channel on a first come first serve basis, and importantly, is not a reserved 
time zone based system. 

The Examiner asserts that Yamazaki discloses "allowing only one of the users to own 
the data channel at any single point in time on a fair-sharing first come first serve basis;" at 
column 8, lines 28-34. However, Yamazaki states at column 8, lines 28-34, that, "The start 
time of a reserved time zone is input to 601 and 602. The end time of the reserved time zone 
is input to 603 and 604. By pressing the "OK" button of 605, the reserved time is transmitted 
to an image processor. The reserved time is stored in the timetable 501 in Fig. 5. When the 
reserved time set here is already reserved by other user, it is necessary to reset a reserved 
time." (Emphasis added). Thus, the passage relied on by the Examiner demonstrates that in 
Yamazaki, a reservation is placed to establish preferential use of the data channel in a 
reserved time zone. However, as further set forth below, in Yamazaki a user first in time in 
desiring actual use of the data channel may be denied data channel ownership. Accordingly, 
Yamazaki does not provide for data channel ownership by only one user on a fair-sharing 
first come first serve basis. 

Consider the following in further support of the differences between a fair-sharing first 
come first serve system of Appellants' invention, and the time zone reservation basis 
approach disclosed in Yamazaki. Yamazaki further states at column 7, lines 54-60, "For the 
first embodiment of the present invention, a case is described in which a job of a party other 
than a reserver is rejected in a reserved time zone and only a print job of a reserver is quickly 
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processed in a reserved time zone by estimating the required time of a job even before a 
reserved time and rejecting the processing of a job whose processing is not completed before 
the reserved time ." (Emphasis added.) As further stated in the Yamazaki at column 13, lines 
26-33, "The first embodiment of the present invention makes it possible to reserve a resource 
in order to preferentially and securely process a job of a reserver in a reserved time zone. 
Therefore, in case of a second embodiment of the present invention, a case of setting a 
reserved time zone to a job or changing reserved time zones and moreover, a case of setting a 
reserved time zone to a file to be printed will be described." (Emphasis added). Thus, clearly 
the system of Yamazaki does not assign data channel ownership on a fair-sharing first come 
first serve basis , but rather Yamazaki expressly gives preferential treatment to a reserver in a 
reserved time zone even if another user is first in time in attempting to use the data channel. 

The differences between Appellants 5 claimed invention, and the system of Yamazaki 
may be further understood by way of analogy. Consider a fast food restaurant as providing 
fair-sharing first come first serve services, and an upscale restaurant as providing reserved 
time zone services. In the case of the fast food restaurant, no reservations are taken with each 
customer having an equal opportunity to be first in line, and each customer is served in the 
order of arrival (fair-sharing first come first serve). In contrast, in the case of an upscale 
restaurant, a reservation is placed a particular time at a designated table such that the reserver 
is preferentially served in the reserved time zone, and no other will be permitted in that 
reserved time zone for that table even if they arrive first (not fair-sharing first come first 
serve). Just as the principles of operation of a fast food restaurant is different from that of an 
upscale restaurant, the principles of operation of Appellants' invention is different from that 
disclosed in Yamazaki. 
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Thus, Yamazaki does not disclose, teach or suggest "allowing only one of the users to 
own the data channel at any single point in time on a fair-sharing first come first serve basis ", 
as recited in claim 1 . 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 1 under 35 U.S.C. 102(e). 

3 . Claims 2-4 Are Patentable Over Yamazaki 

Claims 2-4 are believed patentable at least due to their dependence, directly or 
indirectly, on otherwise allowable base claim 1 . 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claims 2-4 under 35 U.S.C. 102(e). 

4. Claim 5 Is Patentable Over Yamazaki 

Claim 5 is directed to the method of claim 4, wherein the status response indicates the 
user that owns the data channel . The Examiner asserts that Yamazaki discloses in Fig. 16 an 
"Owner". However, the "Owner" designation in Fig. 16 is with reference to the Owner of the 
document, rather than any perceived ownership of a data channel. Accordingly, claim 5 is 
believed patentable in its own right. 

In addition, claim 5 is believed patentable at least due to its dependence from base 
claim 1 and/or any respective intervening claim. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 5 under 35 U.S.C. 102(e). 

5 . Claims 6 And 7 Are Patentable Over Yamazaki 

Claims 6 and 7 are believed patentable at least due to their respective dependence, 
directly or indirectly, on otherwise allowable base claim 1 . 
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Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claims 6 and 7 under 35 U.S.C. 102(e). 

6. Claim 8 Is Patentable Over Yamazaki 

Claim 8 is directed to the "method of claim 6, wherein a user that does not own the 
data channel can acquire the data channel by sending a connect signal on the command 
channel to the host-based networking hardware." (Emphasis added). In rejecting claim 8, the 
Examiner relies on Yamazaki, column 8, lines 28-34. However, the cited passage is directed 
to the reservation protocol, wherein if a desired reserved time is already taken, then it is 
necessary to reset the reserved time. The cited passage does not disclose, teach, or suggest 
the subject matter of claim 8, and in particular, is not directed to sending a connect signal on 
the command channel as recited in claim 8. Accordingly, claim 8 is believed patentable in its 
own right. 

In addition, claim 8 is believed patentable at least due to its dependence from base 
claim 1 and/or any intervening claim. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 8 under 35 U.S.C. 102(e). 

7 . Claim 9 and 10 Are Patentable Over Yamazaki 

Claims 9 and 10 are believed patentable at least due to their dependence, directly or 
indirectly, on otherwise allowable base claim 1 . 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claims 9 and 10 under 35 U.S.C. 102(e). 
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8. Claim 12 Is Patentable Over Yamazaki 

Claim 12 is directed to the method of claim 10, wherein the communication frame has 
a frame number and a sequence number, the host-based networking hardware discarding any 
said communication frame that does not have an expected said sequence number. In rejecting 
claim 12, the Examiner relies on Yamazaki column 13, lines 43-46; column 13, lines 66- 
column 14, line 6; and column 22, lines 57-59. However, the cited passages reference 
"sequence" as a job number (see Fig. 17), which are assigned by the job preprocessor 1110, 
within printer 1000 (Yamazaki column 22, lines 47-49; Fig. 1 1), and the PDL translator 1112 
of printer 1000 analyzes the job (Yamazaki column 22, lines 54-59; Fig. 1 1) and any ignoring 
of commands is by PDL translator 1 1 12 of printer 1000, with no reference to a '' host-based 
networking hardware discarding any said communication frame that does not have an 
expected said sequence number." (Emphasis added). Further, as set forth above with respect 
to claim 1, having a PDL (page description language) translator in printer 1000 would mean 
that printer 1000 is not operating in a "host-based" paradigm as the term is defined in 
Appellants' specification at page 1, lines 11-15. Accordingly, claim 12 is believed patentable 
in its own right. 

In addition, claim 12 is believed patentable at least due to its dependence from base 
claim 1 and/or any intervening claim. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 12 under 35 U.S.C. 102(e). 

9. Claim 17 Is Patentable Over Yamazaki 

Claim 17 is directed to a method of sharing a network appliance between a plurality of 
users on a computer network. The method includes providing a network communication 
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protocol defining a command channel and a data channel; allowing only one of the users to 
own the data channel at any single point in time on a fair-sharing first come first serve basis; 
and instructing the network appliance to accept information on the data channel only from the 
user that owns the data channel. 

Yamazaki does not disclose, teach or suggest "allowing only one of the users to own the 
data channel at any single point in time on a fair-sharing first come first serve basis ", for the 
reasons set forth above with respect to claim 1, which for brevity will not be repeated here. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 17 under 35 U.S.C. 102(e). 

10. Claim 18 Is Patentable Over Yamazaki 

Claim 1 8 is directed to a method of sharing a network appliance between a plurality of 
users on a computer network on a fair-sharing first come first serve basis. Claim 1 8 recites, in 
part, determining whether a first portion of the data frame includes a unique, predetermined 
sequence of data; reading and processing a second portion of the data frame if the first portion 
of the data frame includes the predetermined sequence of data; and discarding the data frame 
without reading and processing the second portion of the data frame if the first portion of the 
data frame does not include the predetermined sequence of data. 

Yamazaki does not disclose, teach or suggest "sharing a network appliance between a 
plurality of users on a computer network on a fair-sharing first come first serve basis ", for the 
reasons set forth above with respect to claim 1, which for brevity will not be repeated here. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 18 under 35 U.S.C. 102(e). 
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11. Claims 20-23 Are Patentable Over Yamazaki 

Claims 20-23 are believed patentable at least due to their dependence from otherwise 
allowable base claim 18. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claims 20-23 under 35 U.S.C. 102(e). 

B. Claims 11 and 13-16 Are Patentable Over Yamazaki Under 35 U.S.C. §103(a) 

In the Final Office Action dated April 3, 2006, claims 1 1 and 13-16 were rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Yamazaki. To establish prima facie 
obviousness of a claimed invention, all the claim limitations must be taught or suggested by 
the prior art reference. MPEP 2143 (Emphasis added). As set forth below, Appellants submit 
that claims 1 1 and 13-16 are not disclosed, taught, or suggested by Yamazaki, and are 
therefore patentable in their present form. 

1. Claim 11 Is Patentable Over Yamazaki 

Claim 1 1 is believed patentable at least due to its dependence from base claim 1 and/or 
any intervening claim. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 1 1 under 35 U.S.C. 103(a). 

2. Claim 13 Is Patentable Over Yamazaki 

Claim 13 is directed to the method of claim 12, wherein, in response to receiving said 
communication frame that does not have said expected sequence number, the host-based 
networking hardware sends an acknowledgement including the frame number of a last 
successfully received communication frame to the user that owns the data channel . 
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(Emphasis added). The Examiner references the Williams, et al. reference for showing it is 
common in the art to use acknowledgements. Note, however, that the rejection of claims 1 1 
and 13-16 does not rely on Williams, et al. as a secondary reference. Notwithstanding, the 
Examiner does not address how the portion of claim 13 underlined above is disclosed, taught 
or suggested by Yamazaki, even if modified by Williams, et al. Accordingly, the Examiner 
has not established prima facie obviousness of claim 13, wherein all the claim limitations 
must be taught or suggested by the prior art reference, i.e., Yamazaki. (See MPEP 2143; 
Emphasis added). 

In addition, claim 13 is believed patentable at least due to its dependence from base 
claim 1 and/or any intervening claim. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 13 under 35 U.S.C. 103(a). 

3. Claims 14-16 Are Patentable Over Yamazaki 

In rejecting claims 14-16, the Examiner references Williams, et al. as disclosing the 
general concepts of timeouts, but does not rely on Williams, et al. in combination with 
Yamazaki in the rejection of claims 14-16 under 35 U.S.C. § 103(a). Yamazaki does not 
expressly disclose the use of timeouts, as acknowledged by the Examiner, nor does Yamazaki 
make any implicit disclosure of such. Accordingly, the rejection of claims 14-16 is not in 
proper form, since the rejection is not based on the use of Williams, et al. as a secondary 
reference in combination with Yamazaki, yet the Examiner relies on Williams, et al. for an 
aspect not disclosed in Yamazaki. 

Claim 14 recites," The method of claim 10, wherein a timeout occurs when the host- 
based networking hardware does not receive said communication frame within a 
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predetermined time period ." (Emphasis added). Claim 15 recites, "The method of claim 14, 
wherein the host-based networking hardware aborts a print job after a third said timeout ." 
(Emphasis added). Claim 16 recites, "The method of claim 15, wherein the host-based 
networking hardware releases the data channel after the print job is aborted ." (Emphasis 
added). Yamazaki does not expressly or implicitly disclose the actions recited in claims 14- 
16 in the event of a timeout. Thus, the fact that Williams, et al. discloses the general concepts 
of timeouts is irrelevant, since nothing in the sole reference relied upon, Yamazaki, expressly 
or implicitly discloses the use of timeouts as recited in Appellants' claims 14-16. 

The Examiner states that the Yamazaki system " could easily use a timeout if frames 
are not received at the printer." However, the mere fact that references can be combined or 
modified does not render the resultant combination obvious unless the prior art also suggests 
the desirability of the combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 
1990). MPEP 2143.01. 

Thus, Appellants respectfully submit that the Examiner's burden in supporting the 
rejection of claims 14-16 has not been met. 

In addition, claims 14-16 are believed patentable at least due to their respective 
dependence from base claim 1 and/or any respective intervening claim. 

Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claims 14-16 under 35 U.S.C. 103(a). 

C. Claim 19 Is Patentable Over Yamazaki Under 35 U.S.C. §103(a) 

In the Final Office Action dated April 3, 2006, claim 19 was rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Yamazaki in view of Official Notice. 
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Claim 19 is believed patentable at least due to its dependence from base claim 18. 
Accordingly, Appellants respectfully request that the Board reverse the rejection of 
claim 19 under 35 U.S.C. 103(a). 

D. Conclusion 

For the foregoing reasons, Appellants submit that appealed claims 1-23 are patentable in 
their present form. Appellants respectfully requests that the Board reverse the final rejections of 
the appealed claims, and indicate that claims 1-23 are patentable in their present form. 
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IX. CLAIMS APPENDIX 

1 . A method of sharing a printer between a plurality of users on a computer network, 
said method comprising the steps of: 

attaching host-based networking hardware to the printer; 

providing a network communication protocol defining a command channel and a data 
5 channel; 

allowing only one of the users to own the data channel at any single point in time on a 
fair-sharing first come first serve basis; and 

instructing the host-based networking hardware to accept information on the data 
channel only from the user that owns the data channel. 

2. The method of claim 1, wherein the host-based networking hardware disregards all 
said information received on the data channel from any of the users that do not own the data 
channel. 

3. The method of claim 1, wherein the host-based networking hardware responds to a 
command on the command channel from any of the users. 

4. The method of claim 3, wherein the host-based networking hardware responds with 
a status response. 

5. The method of claim 4, wherein the status response indicates the user that owns the 
data channel. 

6. The method of claim 1, wherein the user that owns the data channel can release the 
data channel by sending one of a close signal and a terminate signal on the command channel 
to the host-based networking hardware. 

7. The method of claim 6, wherein a print job is aborted in response to the terminate 

signal. 
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8. The method of claim 6, wherein a user that does not own the data channel can 
acquire the data channel by sending a connect signal on the command channel to the host- 
based networking hardware. 

9. The method of claim 1 ? wherein the network communication protocol defines a 
communication frame having at least one of a destination address field, a source address field, 
a frame identifier field, a command/data definition field, and a payload field. 

10. The method of claim 9, comprising the further step of sending the communication 
frame from the user that owns the data channel to the host-based networking hardware. 

11. The method of claim 10, wherein the host-based networking hardware sends an 
acknowledgement of receiving the communication frame to the user that owns the data 
channel. 

12. The method of claim 10, wherein the communication frame has a frame number 
and a sequence number, the host-based networking hardware discarding any said 
communication frame that does not have an expected said sequence number. 

13. The method of claim 12, wherein, in response to receiving said communication 
frame that does not have said expected sequence number, the host-based networking hardware 
sends an acknowledgement including the frame number of a last successfully received 
communication frame to the user that owns the data channel. 

14. The method of claim 10, wherein a timeout occurs when the host-based 
networking hardware does not receive said communication frame within a predetermined time 
period. 

15. The method of claim 14, wherein the host-based networking hardware aborts a 
print job after a third said timeout. 
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16. The method of claim 15, wherein the host-based networking hardware releases the 
data channel after the print job is aborted. 

1 7. A method of sharing a network appliance between a plurality of users on a 
computer network, said method comprising the steps of: 

providing a network communication protocol defining a command channel and a data 
channel; 

allowing only one of the users to own the data channel at any single point in time on a 
fair-sharing first come first serve basis; and 

instructing the network appliance to accept information on the data channel only from 
the user that owns the data channel. 

18. A method of sharing a network appliance between a plurality of users on a 
computer network on a fair-sharing first come first serve basis, said method comprising the 
steps of: 

using one of the users to transmit a data frame into the computer network; 
receiving the data frame with said network appliance; 

determining whether a first portion of the data frame includes a unique, predetermined 
sequence of data; 

reading and processing a second portion of the data frame if the first portion of the 
data frame includes the predetermined sequence of data; and 

discarding the data frame without reading and processing the second portion of the 
data frame if the first portion of the data frame does not include the predetermined sequence 
of data. 

19. The method of claim 18, wherein the data frame has an Ethernet format. 

20. The method of claim 18, wherein the first portion of the data frame comprises an 
initial portion of the data frame. 
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21 . The method of claim 1 8, wherein said determining step is performed in real time 
without storing the data frame in a memory. 

22. The method of claim 1 8, wherein the network appliance comprises a printer. 

23. The method of claim 18 5 wherein said determining step is performed exclusively with 
hardware. 
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X. EVIDENCE APPENDIX 

Included herein, and listed below, is a copy of each reference upon which the 
Examiner relied in rejecting one or more of the claims of the present application. 
Exhibit : 

A. U.S. Patent No. 6,785,727 Bl(Yamazaki). 
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XI. RELATED PROCEEDINGS APPENDIX 


(No Entries) 
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